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r OR EXTENSION OF TIME UNDER 37 CFR 1.136(a) 



of Information u*4est if flsptays a vafld 01^ 



Docket Number (Optional) 
CIBT-P01-099 



Application Number 



09/844257 



Filed 



April 27, 2001 



For METHODS AND REAGENTS FOR TISSUE ENGINEERING OF CARTILAGE IN VITRO 



Art Unit 



1646 



| Examiner 



M. T. Brannock 



This is a request under the provisions of 37 CFR 1.136(a) to extend the period for filing a reply In the above 
identified applicatioa 

The requested extension and fee are as follows (check time period desired and enter the appropriate fee below): 



□ 




Fee 


§rn^l Entity Fft$ 


One month (37 CFR 1.17(a)(1)) 


$110.00 


$55.00 


□ 


Two months (37 CFR 1.17(a)(2)) 


$430.00 


$215.00 


□ 


Three months (37 CFR 1.17(aX3)) 


$980.00 


$490.00 


□ 


Four months (37 CFR 1.17(aX4» 


$1,530.00 


$765.00 


□ 


Five months (37 CFR 1.17(aX5)) 


$2,080.00 


$1,040.00 



430.00 



| | Applicant claims smalt entity status. See 37 CFR 1 .27. 

| | A check in the amount of the fee is enclosed. 

| | Payment by credit card. Form PTO-2038 is attached. 

|~x] The Director has already been authorized to charge fees in this application to a Deposit Account 

fx] The Director is hereby authorized to charge any fees which may be required, or credit any overpayment, to 
Deposit Account Number 18-1945 . I have enclosed a duplicate copy of this sheet. 



I am the applicant/inventor. 

□ 

□ 
□ 



assignee of record of the entire interest. See 37 CFR 3.71. 

Statement under 37 CFR 3.73(b) is enclosed. (Form PTO/SB/96). 

attorney or agent of record. Registration Number 54.408 

attorney or agent under 37 CFR 1.34(a). 
k^^tton n umber if acting under 37 CFR 1 .34(a) 



November 5. 2004 



Signature 
Melissa S. Rones. Ph.D. 



Typed or printed name 



Date 
(617)951*7653 



Telephone Number 



NOTE: Signatures of aO the inventors or assignees of record of ma entire interest or their representatives) are required. Sufcm* multiple forms if n 
than one signature & required, sea below 



□ 



Total of 



forms are submitted. 



I hereby certify that this correspondence la being deposited with the U.S./fostal Service with sufficient postage es First Class Mail, in 
an envelope addressed Jo: MS AF, Commissioner for Patents, P.O. Boxfl 450, AJejrJndrfa. VA 22313-1450. on the date shown below. 



Dated: 



JL 



sssedlo: MS 



Signature:. 
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$!t$!Zg$r IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of: 
Kellner et al. 



Application No.: 09/844257 



Confirmation No.: 8923 



Filed: April 27, 2001 



Art Unit: 1646 



For: METHODS AND REAGENTS FOR TISSUE Examiner: M. T. Brannock 
ENGINEERING OF CARTILAGE IN VITRO 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir: 

Applicants hereby request a S430.00 credit to our Deposit Account 1 8- 1 945. Evidence 
of our request for credit is detailed below. 

On May 5, 2004 a final office action was issued with an initial response date of August 5, 
2004. A reply was filed on July 27, 2004. 

On September 20, 2004 an Advisory Action (attached as Exhibit A) was issued which 
stated the period for reply expires 4 months from the mailing date of the final rejection (due 
September 5, 2004). 

On October 5, 2004 Applicant filed a Reply to Office Action and a one month extension 
of time. On October 8, 2004 our Deposit Account was charged the one month extension fee of 
$1 10.00. A copy of the Fee Transmittal specifically itemizing the fee is attached as Exhibit B . 

On October 14, 2004 our Deposit Account was additionally charged a two month 
extension of time fee of $320.00. In view of the above, Applicant believes the two month 
extension fee is incorrect due to the response filed on July 27, 2004 and a credit to our Deposit 
account of $320.00 is requested. 



REQUEST FOR REFUND 



9666603J 



Application No.: 09/844257 



Docket No.: CIBT-PO 1-099 



Additionally, on November 5, 2004 Applicant filed a Notice of Appeal and a request for 
a two month extension of time. On November 10, 2004 our Deposit Account was charged the 
Notice of Appeal fee of $340.00 and the two month extension of time fee of $430.00. A copy of 
the Fee Transmittal specifically itemizing these two fees is attached as Exhibit C . 

Applicant erroneously authorized the two month extension of time fee of $430.00 on 
November 5, 2004. Applicant should have only authorized $320.00 (the 2 month extension of 
time fee of $430.00 on November 5, 2004 minus the one month extension fee of $1 10.00 paid on 
October 5, 2004). Therefore, a credit of $1 10.00 is requested to our Deposit Account. 

Applicant respectfully requests the total credit of $430.00 to our Deposit Account No. 
18-1945. 

A copy of this letter is enclosed for accounting purposes. 



Dated: H t 3 ooD 



Respectfully submitted, 



Melissa S. Rones, Ph.D. 




Registration No.: 54,408 
ROPES & GRAY LLP 
One International Place 
Boston, Massachusetts 02110-2624 
(617) 951-7000 
(617) 951-7050 (Fax) 
Attorneys/Agents For Applicant 
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UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1430 

Alexandria. Virginia 223 13-1 450 
www.u3pt0.gov 
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ATTORNEY DOCKET NO. I CONFIRMATION NO. 



'/2001 
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28120 7590 09/20/2004 

ROPES & GRAY LLP 

ONE INTERNATIONAL PLACE 

BOSTON, MA 02110-2624 



Ropes & Gray 
SEP 2 2 2004 
Intellectual Property Dept. 



CIBT-P01-099 



8923 



EXAMINER 



BRANNOCK, MICHAEL T 



ART UNIT 



PAPER NUMBER 



1646 

DATE MAILED: 09/20/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



REVIEWED BY 
BO€KETING 



Advisory Acthn m o 7 2005 ^ 



-*77ie MAILING DATE of Ms < 



Application No. 

09/844,257 

Examiner 



Michael Brannock 



Applicants) 
KELLNER ETAL 



Art Unit 
1646 



kin appears on me cover sheet with the correspondence address - 



condition for allowance; (2) a timely ffled Notice ofSea KSfflS^«1 nt £ ft* the W^tton in 
Examination (RCE) in compliance with 37 CFR 1 1 iS. ( PPMl fee,: or (3) a t,me| y " led Re< l uest for Continued 

EfEiODFOBBEELY [check either a) orb)] 

a) The period for reply expires 4monfhs from the mailing date of the final rejection 

SKS** ™ s B0X WHEN ™ FIRS ™ E ^ mpep 

fee h^Sle^ under 37 CFR 1 .136(a) and me appropriate extension 

under 37 CFR 1.17(a) Is calcdat^^ 
(2) as set forth In (b) above. If checked. Any reply recXedT Office latX ^ft^„?t?^Sl'^ ,ep,y ,,? r,fl L na,ly eet ,n 1,16 flnal O** « 
Umely filed, may reduce any earned patent teml . adKent S« ?37 XT0 1 j5?b) ma,l,n ° dat0 0f ** e flnal rejectton - 8Ven lf 

1 .□ A Notlw of ^Peal was filed on Appellant's Brief must be filed within the period set forth In 
37 CFR 1.192(a). or any extension thereof (37 CFR 1.191(d)), to avoid dismissal of the appeal 

2. KI The proposed amendments) will not be entered because: 

(a) EI they raise new issues that would require further consideration and/or search (see NOTE below); 

(b) □ they raise the issue of new matter (see Note below); 

(C)D £^ 

(d) □ they present additional claims without canceling a corresponding number of finally rejected claims 

NOTE: See attachment 

3. E Applicant's reply has overcome the following rejection(s): see attachment 

5 ®?p^^^ 

7B ^EE! «f l^T*' th9 pr0P< * 8d amendment (s) m will not be entered or b)Q will be entered and an 
explanation of how the new or amended claims would be rejected Is provided belowi,rap7ended 
The status of the clalm(s) Is (or will be) as follows: 

Claim(s) allowed: . 

Claim (s) objected to: . 

Clalm(s) rejected: 1-8 . 

Clalm(s) withdrawn from consideration: . 

8. D The drawing correction filed on isa)D approved or b)D disapproved by the Examiner. 

9. Q Note the attached Information Disclosure Statement(s)( PTO-1449) Paper No(s). 

10.& Other: mm 



U.S. Patent end Tradero* Office 
PTOL-303 (Rev. 11-03) 



Advisory Action 



Part of Paper No. 090804 



Application/Control Number: 09/844,257 
Art Unit: 1646 
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Attachment to Advisory Action 

Applicant is notified that the amendment will not be entered because it raises new issues 
with regard to 35 USC 103. Specifically, it appears that claims 1-3 and 8 would be rejected 
under 35 USC 103 as being obvious over Ingham et al, U.S. Patent No: 584409, as set forth 
previously, in view of either Pepinsky et al. U.S. Patent No: 6444793 or Seytter-T et al., Abstract 
Number A151, page S536, JBMR .November 1998, each of whom teach that the use of 
palmitoyiated hedgehog protein is desirable. 



Had the amendment been entered, claims 1-2 and 8 would remain rejected under 35 
U.S.C. 103(a) as being unpatentable over U.S. Patent No: 5844079 to Ingham et al. because it is 
an inherent feature of the expression of hedgehog protein in eukaryotic cells (as taught by 
Ingham, see col 42 for example), that the protein is modified with one palmitoyl moiety, as was 
well appreciated at the time the instant application was filed, see Seytter-T et al., Abstract 
Number A151, page S536, JBMR, November 1998. Applicant's arguments have been fully 
considered but not deemed persuasive, for the reason set forth above, because the examiner 
maintains that Ingham adequately suggest the particular concentrations of the hedgehog protein, 
such that one of ordinary skill in the art would arrive at the claimed concentrations as a matter of 
simple routine optimization of operating parameters for the reasons set forth previously. 
Applicant does not appear to provide specific reasons as to why this might not be so. 



Application/Control Number: 09/844,257 „ 

' "age 3 

Art Unit: 1646 

Applicant's proposed amendments and persuasive arguments would have obviated the remaining 
grounds of rejections had the amendments been entered. 



Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Brannock, Ph.D., whose telephone number is (571) 272- 
0869. The examiner can normally be reached on Mondays through Fridays from 10:00 a.m. to 
4:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brenda Brumback, Ph.D., can be reached at (571) 272-0961. 

Official papers filed by fax should be directed to (703) 872-9306. Faxed draft or 
informal communications with the examiner should be directed to (703) 308-0294. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308-0196. 
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Extension for reply within third month 




1254 


1,460 


2254 


740 


Extension for reply within fourth month 




1255 


2,010 


2255 


1,005 Extension for reply within fifth month 




1401 


330 


2401 


165 


Notice of Appeal 




1402 


330 


2402 


165 


Fifing a brief in support of an appeal 




1403 


290 


2403 


145 


Request for oral hearing 




1451 


1.510 


1451 


1,510 Petition to Institute a public use proceeding 




1452 


110 


2452 


55 


Petition to revive - unavoidable 




1453 


1,330 


2453 


665 


Petition to revive - unintentional 




1501 


1,330 


2501 


665 


Utility issue fee (or reissue) 




1502 


460 


2502 


240 


Design Issue fee 




1503 


640 


2503 


320 


Plant issue fee 




1460 


130 


1460 


130 


Petitions to the Commissioner 




1807 


SO 


1607 


50 


Processing fee under 37 CFR 1 .17{q) 




1608 


180 


1B06 


160 


Submission of Information Disclosure Stmt 




8021 


40 


8021 


40 


Recording each patent assignment per 
property (times number of properties) 




1809 


770 


2809 


385 


Filing a submission after final rejection 
(37 CFR 1.120(a)) 




1B10 


770 


2810 


365 


For each additional Invention to be 
examined (37CFR 1.129(b)) 




1801 


770 


2601 


365 


Request for Continued Examination (RCE) 




1802 


900 


1802 


900 


Request for expedited examination 
of a design appBcafion 




Other fee (specify) 
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110.00 | 
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